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REMARKS 

Claims 2, 6-8, 12-14, and 22-25 are pending in the present application. Support for the 
amendments to claims 2, 7, 8, and 22 can be found in the present specification, inter alia, at page 
14, line 18 to page 15, line 10 and page 19, line 17 to page 25, line 19. Support for new claim 25 
can be found in the present specification, inter alia, at page 14, line 18 to page 15, line 10. Thus, 
no new matter has been added. Based upon the above considerations, entry of the present 
amendment is respectfully requested. 

In view of the following remarks, Applicants respectfully request that the Examiner 
withdraw all rejections and allow the currently pending claims. 

Issues under 35 U.S.C. $ 103(a) 

1) Claim 2 is rejected under 35 U.S.C. § 103(a) as being unpatentable over Belt et al. 
'694 (US 6,521,694) in view of Huppke '661 (US 2,410,661) and Sasagawa et al. '475 (US 
2003/0125475). 

2) Claim 6 is rejected under 35 U.S.C. § 103(a) as being unpatentable over Belt et al. 
'694 in view of Huppke '661 and Sasagawa et al. '475 and further in view of Miller et al. '623 
(US 4,963,623). 

3) Claim 7 is rejected under 35 U.S.C. § 103(a) as being unpatentable over Sasagawa et 
al. '475 in view of Belt et al. '694 as evidenced by Miller et al. '623. 

4) Claim 8 is rejected under 35 U.S.C. § 103(a) as being unpatentable over Belt et al. 
'694 in view of Sasagawa et al. '475. 

5) Claims 12-14 are rejected under 35 U.S.C. § 103(a) as being unpatentable over 
Sasagawa et al. '475 in view of Belt et al. '694 as evidenced by Miller et al. '623. 

6) Claims 22-23 are rejected under 35 U.S.C. § 103(a) as being unpatentable over Belt et 
al. '694 in view of Huppke '661 and Sasagawa et al. '475. 

7) Claim 24 is rejected under 35 U.S.C. § 103(a) as being unpatentable over Belt et al. 
'694 in view of Huppke '661 and Sasagawa et al. '475 and further in view of Miller et al. '623. 

Applicants respectfully traverse. Reconsideration and withdrawal of these rejections are 
respectfully requested. 
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Legal Standard for Determining Prima Facie Obviousness 

MPEP 2141 sets forth the guidelines in determining obviousness. First, the Examiner has 
to take into account the factual inquiries set forth in Graham v. John Deere, 383 U.S. 1, 17, 148 
USPQ 459, 467 (1966), which has provided the controlling framework for an obviousness 
analysis. The four Graham factors are: 

(a) determining the scope and content of the prior art; 

(b) ascertaining the differences between the prior art and the claims in issue; 

(c) resolving the level of ordinary skill in the pertinent art; and 

(d) evaluating any evidence of secondary considerations. 
Graham v. John Deere, 383 U.S. 1, 17, 148 USPQ 459, 467 (1966). 

Second, the Examiner has to provide some rationale for determining obviousness. MPEP 
2143 sets forth some rationales that were established in the recent decision of KSR International 
Co. v Tele/lex Inc., 82 USPQ2d 1385 (U.S. 2007). 

As the MPEP directs, all claim limitations must be considered in view of the cited prior 
art in order to establish a prima facie case of obviousness. See MPEP 2143.03. 

Distinctions over the Cited References 

As amended, independent claims 2, 7, and 8 recite "a weight-average molecular weight of 
83 x 10 or more." Similarly, independent claim 22 recites that "the hydrogenated natural 
polyisoprenoid has a weight-average molecular weight of 60 x 10 4 or more." 

In stark contrast, Sasagawa et al. '475 (which is cited as disclosing a range of weight 
average molecular weight) teach away from a molecular weight exceeding 600,000. 
Specifically, Sasagawa et al. '475 recite, "A hydrogenated polymer having a molecular weight 
exceeding 600,000 has poor processability" (paragraph [0020]). 

Furthermore, independent claims 2, 7, and 8 recite "a rhodium complex hydrogenation 
catalyst," which is not disclosed by the cited references. In addition, as for a degree of 
crosslinking, crosslinking of the present invention is vulcanization. This element is also not 
disclosed by the cited references. 
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As the Examiner notes, natural rubber is described in Belt et al. '694 as one example of 
various kinds of rubbers. However, the effects caused by the natural rubber as one kind of many 
miscellaneous rubbers disclosed therein would not have been predictable to one of ordinary skill 
in the art before the present invention. In order to confirm the effects of selecting a natural 
rubber, one of ordinary skill in the art would spend a great amount of time and money. 
Accordingly, even if there is a mere description in Belt et al. '694, one of ordinary skill in the art 
would not arrive at the present invention because excessive experimentation would be needed to 
confirm an unpredictable result. 

The Examiner asserts that a series of process including performing experiments on seven 
kinds of rubbers, selecting appropriate rubber, and completing the present invention is not 
considered undue experimentation. Furthermore, the Examiner asserts that the process is routine 
to one of ordinary skill in the art. Applicants respectfully traverse the Examiner's assertions. 

For the examination of the rubber described in Belt et al. '694, since seven kinds of 
rubber products must be manufactured and be examined, seven examinations would be 
necessary. Moreover, in practice, twice the time would be needed, considering the possible 
errors by the machine and/or operator. Thus, the time required to manufacture and examine 
seven kinds of rubber products would be at least about ten times more than the time required for 
one kind of rubber product. In addition, the necessary costs become huge as well. 

Moreover, the Examiner considers the argument that Belt et al. '694 teach away from 
crosslinking is not persuasive. However, Belt et al. '694 prohibit crosslinking in the first stage of 
the hydrogenation process. Additionally, Belt et al. '694 do not describe or consider the 
necessity of crosslinking. As such, one of ordinary skill in the art would have no reason or 
rationale to combine this reference with a reference that discloses crosslinking. In fact, the 
processes described in the cited references recite two divided and distinct processes (a 
hydrogenation process and a crosslinking process). These processes are clearly different from 
the present invention. 
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Furthermore, the polymer of Sasagawa et al. '475 is a hydrogenated conjugated diene 
polymer obtained by an anionic living polymerization. Therefore, the polymer of Sasagawa et 
al. '475 is not a natural polyisoprenoid. In such a polymerization reaction, the vinyl groups link 
to the side chain of the isoprenoid. Since the chemical structures of the isoprenoid of the present 
invention and that of Sasagawa et al. '475 are quite different, it would have been impossible for 
one of ordinary skill in the art at the time of the present invention to predict or suggest the 
molecular weight or the molecular weight distribution of the natural polyisoprenoid based on 
Sasagawa et al. '475. Therefore, those of ordinary skill in the art would not have arrived at the 
presently claimed invention based on the disclosures of the cited references. 

One of ordinary skill in the art recognizes that the structure of polyisoprene in natural 
rubber comprises 100% cis-l,4-bonding and that it is difficult to synthesize the synthetic 
isoprene rubber comprising 100% cis-l,4-bonding by a reaction of the polymerization reaction of 
the conjugated dyne. See Table 2-1 and Table 2-4 of "Attached material 1" (with a partial 
English translation), which objectively shows such a situation. As shown, 100% cis-l,4-bonding 
is never observed and several percent of the vinyl group is formed. Therefore, one of ordinary 
skill in the art would not arrive at the present invention, including the molecular weight of the 
natural polyisoprenoid and the molecular weight distribution from the cited references. 

To establish a prima facie case of obviousness of a claimed invention, all of the claim 
limitations must be disclosed by the cited references. As discussed above, the cited references 
fail to disclose all of the claim limitations of independent claims 2, 7, 8, and 22, and those claims 
dependent thereon. Accordingly, the combinations of references do not render the present 
invention obvious. 

Furthermore, the cited references or the knowledge in the art provide no reason or 
rationale that would allow one of ordinary skill in the art to arrive at the present invention as 
claimed. Therefore, a prima facie case of obviousness has not been established, and withdrawal 
of the outstanding rejections is respectfully requested. Any contentions of the USPTO to the 
contrary must be reconsidered at present. 
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Double Patenting 

The Examiner asserts that claim 23 will be objected to as being a substantial duplicate of 
claim 2 should claim 2 be found allowable. Applicants note the changes to the claims herein and 
choose to maintain claim 23 in its current form until claim 2 is found allowable. 

New Claim 25 

Applicants have newly added claim 25 in an effort to further define the scope of 
protection owed to Applicants. Applicants respectfully submit that claim 25 is allowable for the 
reasons given above. As such, Applicants respectfully assert that claim 25 clearly defines over 
the cited references, and an early action to this effect is earnestly solicited. 

CONCLUSION 

A full and complete response has been made to all issues as cited in the Office Action. 
Applicants have taken substantial steps in efforts to advance prosecution of the present 
application. Thus, Applicants respectfully request that a timely Notice of Allowance issue for 
the present case clearly indicating that each of claims 2, 6-8, 12-14, and 22-25 are allowed and 
patentable under the provisions of title 35 of the United States Code. 

Should there be any outstanding matters that need to be resolved in the present 
application, the Examiner is respectfully requested to contact Chad M. Rink, Reg. No. 58,258 at 
the telephone number of the undersigned below, to conduct an interview in an effort to expedite 
prosecution in connection with the present application. 
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If necessary, the Commissioner is hereby authorized in this, concurrent, and future replies 
to charge payment or credit any overpayment to Deposit Account No. 02-2448 for any additional 
fees required under 37 C.F.R. §§ 1.16 or 1.17; particularly, extension of time fees. 



Dated: October 5, 2009 



Respectfully submitted, 



ft Marc S. Weiner 




Registration No.: 32,181 

BIRCH, STEWART, KOLASCH & BIRCH, LLP 
81 10 Gatehouse Road 
Suite 100 East 
P.O. Box 747 

Falls Church, Virginia 22040-0747 
(703) 205-8000 
Attorney for Applicants 
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